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DETAILED ACTION 

Examiner acknowledges a submission of the amendment and arguments filed on 
November 7, 2006. Claim 1 is amended. Applicant's amendment necessitated the new 
ground(s) of rejection presented in this Office action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 4 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. A 
reason for that is in a following claim limitation: "shut-off-holding means comprising a 
resistor block of resistance larger than 1 kohm and smaller than 200 kohms". The 
Specification though reciting the claim language does not provide sufficient explanation 
to the functioning of the "shut-off-holding means". It recites [0049]: the "shut-off-holding 
means" for shutting off abnormal discharge, and [0050]: the "shut-off-holding means" 
releases the discharge shutoff. No further details are provided. It is not clear, how 
simple block of resistors connected to the battery terminals can be able to fulfill such set 
of functions. Particularly, it is not clear how the "shut-off-holding means" (resistor 31 in 
Fig. 1) can affect the protection control circuitry to maintain the shut-off state (Claim 4, 
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lines 11-12) when according to Specification [0090] in the shut-off state the switch 13 
is OFF (disconnected), and therefore the resistor 31 is disconnected from the battery 
and cannot affect the voltage detected by the detector 32. Having such limitation in the 
claim, one of ordinary skill in the art would not be able to reproduce and practice the 
invention according to Claim 4. For purpose of examination, the "shut-off-holding 
means" of the claim is interpreted as a resistor connected to the battery terminals and 
the sentence: "such discharge shut-off is maintained by the shut-off holding means" is 
not given patentable weight. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Applicant 

Admitted Prior Art (AAPA) in view of Lieser (US 3,480,940). AAPA discloses following 

elements of the claim: a battery pack including a battery cell and a protection circuit for 

shutting off overcurrent discharge, wherein the protection circuit including: a detector 

(18 in Fig. 29) for detecting voltage between an external plus terminal and the external 

minus terminal; wherein the load is inherently connected to the external plus terminal 

and the external minus terminal of the battery ([0018]), wherein abnormal discharge by 

shorting or connecting a low resistance between the external plus terminal and the 
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external minus terminal of the battery pack is shut off ([0021] - [0025]), and the 
discharge shut-off is released to recover discharge upon detecting by the detector (18 
in Fig. 29) a presence of a predetermined voltage between the external plus terminal 
and the external minus terminal of the battery pack ([0020]). However, it does not 
disclose the shut-off-holding means, i.e. a resistor block. Lieser discloses the batteries 
(30 in Fig. 1) provided with resistors (34 in Fig. 1) connected to the battery terminals. 
The reference has the same problem solving area, namely providing controllable charge 
and discharge of the batteries. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have modified the AAPA solution by adding 
the resistor block connected to the battery terminals according to teachings of Lieser, 
because as Lieser states (col.2, lines 65 - 70), the resistors (28 and 34) set the charge 
and discharge rate of the batteries to keep the batteries voltage above predetermined 
minimum value. Additionally, such resistor block is necessary to prevent a load dump 
effect when upon disconnection of the battery in the car the voltage may jump up to a 
dangerous level. The battery control unit and switches 13 and 15 would not help in such 
case. As to the value of resistive block, according to AAPA ([0026]), a condition to 
recover from shut-off is that the resistance externally connected to external terminals of 
the battery pack is larger than 100 kohm. 

Regarding Claim 5, AAPA discloses the detector (18 in Fig. 29) as voltage 
detector ([0018]). 
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Regarding Claim 7, AAPA discloses the discharge shut-off is made by a 
discharging control switch (13 in Fig. 29) connected between the battery cell negative 
terminal and the external minus terminal. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over (AAPA) in 
view of Lieser and Fasen et al. (US 4,767,977). Claim 6 differs from Claim 4 rejected 
above by its limitation of the detector being connected to a differentiation circuit. Fasen 
et al. disclose the detector (a voltage drop across resistor 64 in Fig. 1 ) being connected 
to the fast charge control circuit (37, 41, 43, 39, 45, 47 in Fig. 1) implementing slope 
detection, which is in fact the differentiating function. The reference has the same 
problem solving area, namely providing the battery charge/discharge control circuit. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have modified the AAPA solution by adding the slope detection (differentiating) 
circuit according to teachings of Fasen et al. because as Fasen et al. state (col. 1 , lines 
13 - 23), after battery is fully charged the charging current is to be terminated to avoid 
heat build-up, which is dangerous to the battery. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over (AAPA) in 
view of Lieser and Mukainakano (US 6,403,261). Regarding Claim 8, Mukainakano 
discloses in figure 1 , wherein the discharge shut-off by the shut-off holding means is 
made by a discharging control switch connected between the battery cell positive 
terminal and the external plus terminal (col. 3, lines 32 - 38). The reference has the 
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same problem solving area, namely providing the battery charge/discharge control 
system. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the AAPA solution by changing position of the 
discharge control switch from negative pole of the battery to the positive pole of the 
battery according to teachings of Mukainakano, since it has been held that rearranging 
parts of an invention involves only routine skill in the art. In re Japikse, 181 F.2d 1019, 
86 USPQ 70 (CCPA 1950). According to Mukainakano (col. 7, lines 46 - 55), the 
upgraded circuit operates absolutely similarly to the previous version of the circuit. 
Since there is no advantage achieved by rearranging the parts, it is routine task of the 
designer to choose a particular location for the disconnecting switch. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zeev Kitov whose current telephone number is (571) 
272 - 2052. The examiner can normally be reached on 8:00 - 4:30. If attempts to reach 
examiner by telephone are unsuccessful, the examiner's supervisor, Brian Sircus can 
be reached on (571 ) 272 - 2800, Ext. 36. The fax phone number for organization where 
this application or proceedings is assigned is (571) 273-8300 for all communications. 



Z.K. 

1/19/2007 
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